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Application Papers 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 8/29/07 have been fully considered but they are not 
persuasive. Applicant makes two arguments: Scordato does not teach a pivot selector 
and Scordato does not disclose a nozzle portion that rotates in any direction. 

2. Scordato's teaching of a hinge being stiff enough to maintain a given angle 
(column 4, paragraph 36) is a pivot selector. The claim is given its broadest reasonable 
interpretation and without novel details in the claim differentiating the pivot selector from 
the prior art, it is anticipated by Scordato. 

3. While the nozzle portion of Scordato cannot, indeed, be rotated in any direction, 
neither can that of the Applicant's invention (see new matter situation below). 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 28-31 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claims contain subject matter that 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The original specification and claims filed on 
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1/16/04 do not disclose a nozzle assembly capable of moving in "any direction." This is 
new matter in the amendment dated 8/29/07. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 18, 24, and 27 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Scordato (US 2002/0012513 A1). 

2. Regarding claim 18, Scordato discloses a housing 12 defining a device axis (see 
figure 1A); a nozzle assembly 14 for accepting a pipette (It is well known in the art that 
pipette tips are nothing more than small pipettes themselves); a pivot mechanism for 
pivotally coupling the nozzle assembly to the housing, the pivot mechanism defining a 
pivot axis about which the nozzle assembly rotates relative to the housing (paragraphs 
3 and 9). It is inherent the invention the pivot mechanism would include a first portion for 
coupling to the nozzle assembly and a second portion for pivotally coupling to the 
housing. Even though Scordato does not explicitly disclose details about the pivot 
mechanism, it would be necessary and thus inherent to have coupling between the 
housing and nozzle assembly that would allow for the nozzle to pivot. 

3. Regarding claim 24, Scordato discloses an ergonomic hand grip (paragraph 13). 
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4. Regarding claim 27, Scordato discloses a device where the pivot axis is 
transverse to the device axis (see figure 1 A). The device axis is the y-axis (from the 
base to the top) and the pivot axis is the z-axis. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made, 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 19, 20, 22, 23, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Scordato (US 2002/0012613 A1) as applied to claim 18, and further 
in view of Raczak (US 3,656,351). 

9. Regarding claim 19, Scordato discloses a plurality of indexing holes for pivotably 
orienting the nozzle assembly at a plurality of discrete angles (see paragraph 36). The 
screws of paragraph 36 are read to have complementary holes as this is commonly 
known about the function of screws. Scordato does not, however, disclose pivot bosses 
defining a pivot axis. Raczak discloses a pivot boss about which a nozzle assembly 
pivots (see column 1 , line 66). It would be obvious to one skilled in the art at the time 
the invention was made to use bosses to pivot the nozzle assembly because it is 
commonly known in the art to do so. The number of pivot bosses defines only the 
preferred movement and it would have been obvious to include two in Scordato 
because of the type of movement claimed. 

10. Regarding claim 20, claim 20 is read to include at least four indexing holes. 
Scordato discloses at least thirty-six (paragraph 36) indexing holes since the pivot 
angles are 10 degrees. 

1 1 . Regarding claim 22, Scordato does not disclose pivot sleeves. Raczak, however, 
discloses a pivot recess for engaging a pivot boss (see 51, Figure 2). It would be 
obvious to one skilled in the art at the time the invention was made to include pivot 
sleeves with pivot bosses because the two by function cannot work without one another. 



Application/Control Number: 10/759,358 Page 6 

Art Unit: 1797 

The number of pivot bosses defines only the preferred movement and it would have 
been obvious to include two sleeves in Scordato because of the type of axial movement 
claimed. 

12. Regarding claim 23, Raczak discloses a pivot boss (see 22, Figure 2) and a pivot 
sleeve for engaging a pivot boss (see 51, Figure 2) that are generally frustoconical 
(column 1 , line 66). The number of pivot bosses and complementary pivot sleeves 
define only the preferred movement and it would have been obvious to include two 
bosses and sleeves in Scordato because of the type of movement claimed. 

13. Regarding claim 25, while Scordato discloses incremental pivoting with "a set 
screw or other adjustment permitting the nozzle assembly to be moved to a desired 
angle and then locked in place," Scordato does not disclose the use of nubs for this 
purpose. It would be obvious to one skilled in the art at the time the invention was made 
to include any such indentation or obvious, known catch mechanism to set the pivot into 
place. 

14. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Scordato (US 2002/0012613 A1) as applied to claim 18, and further in view of Sturm 
(US 4,099,548). 

15. Regarding claim 26, Scordato does not disclose a slideable release having a pair 
of projections for engaging a pair of holes and a spring for biasing said slideable release 
to an engaged position with the indexing surface. Sturm, however, discloses a slideable 
release 19 having a projection 49 for engaging at least two holes in rack 43 and a spring 
63 for biasing the slideable release 19 to an engaged position with the indexing surface 
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(column 4, lines 1-3). It would be obvious to one skilled in the art at the time the 
invention was made to use a spring and slideable release as their purpose is to return 
the pipette to its rest position and this is a known means to do so. 

Allowable Subject Matter 

16. Claim 13 is allowed. 

17. Claim 21 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

1 8. The following is a statement of reasons for the indication of allowable subject 
matter: The inclusion of a indexing surface that is bisected and having each pair of 
holes comprising a pair of indents is unanticipated. There is no reason one of ordinary 
skill in the art would find to use these specific features for pivoting a pipette device's 
pivot mechanism. 

Conclusion 

19. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Imran Akram whose telephone number is 571-270-3241. 
The examiner can normally be reached on 9-5 Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Griffin can be reached on 571-272-1447. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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